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1. INTRODUCTION

In up-to-date industrial property theory, legislation and jurisprudence, in most cases, the
approaches for definition of trademark characteristics are often constructed on the foundations
of speculative and ambivalent non-scientific techniques, which usually leads to insufficient
exactness in the creation, registration, legal protection and assesment of the economic value of

trademarks.

Hence, the relevance of the research derives from the indispensability for efficient
determination of the trademark characteristics, based on qualitative and quantitative scientific
approach. Several authors (Lee!; Beebe,? Anten,® Swan,* Liefeld,® Jacoby,® Zaichkowsky’)
outline this problem. For instance, in one of their articles devoted to examination of the position
of consumers in trademark research, Lee, Christensen and De Rosia state that “trademark law
rests on an amorphous foundation®... and that “..although the ordinary consumer’s mindset is
central to trademark law and policy, neither courts nor commentators have made any serious
attempt to develop a framework for understanding the conditions that may affect the attention

that can be expected to be given to a particular purchase™®.

In the same context, Jacoby has outlined the importance of cognitive science,due to its

impact on the application of trademark law. °

!Lee, T.R., Christensen, G.L., DeRosia, E.D. (2008), Trademark Consumer Psychology, and the Sophisticated
Consumer, Emory Law Journal, 57,575.

Beebe, B. (2005). Search and Persuasion in Trademark Law . Mich. Law Review, 103, 2020.

3 Anten, T. (2006). In Defense of Trademark Dilution Surveys: A Post-Mosley Proposal, Columbia Journal od
Law and Social Problems, 39(1), 1-45.

4 Swann, J.B. (2006). An Interdisciplinary Approach to Brand Strength, Trademark Reporter, 96, 943-976.

5 Liefeld, J.P. (2003). How Surveys Overestimate the Likelihood of Consumer Confusion, Trademark Reporter,
93, 939-963.

6 Jacoby, J. (2001). The Psychological Foundations of Trademark Law: Secondary Meaning, Genericism, Fame,
Confusion and Dilution, Trademark Reporter, 91, 1013-1071.

7 Zaichkowsky, J.L. (2006). The Psychology Behind Trademark Infringement and Counterfeiting, Mahwah,
New Jersey and London: Lawrence Erlbaum Associates.

8Lee, T.R. supra note 1,.575.

% Jacoby, J. (2001). The Psychological Foundations of Trademark Law: Secondary Meaning, Genericism, Fame,
Confusion and Dilution, Trademark Reporter, 91,p. 1014-1015.



Numerous authors (such as Simonson®, Lipton,'! Silber, 2, Werkman®), have also
indicated the siginificance of an interdisciplinary approach in trademark studies. A number of
trademark litigation examples have also demonstrated the essential significance of the function
of trademarks as symbols, i.e. the inalienable bond between trademark law and cognitive

science approach.

According to Simonson, “predictions of reality will be guided less by intuition and more
by real evidence and arguments based on firm behavioral underpinnings”.** Similarly, Lipton
outlines that even though there are certain social science studies of the legal system, there is
still no adequate clear understanding by the law concerning the manner for utilizing the

scientific results®®.

Since trademarks are creations of the human mind, their perceiving is also a complex issue
that involves spectrum of socioeconomic and anthropological phenomena that affect the

consumers of the decision to make the choice for a certain product or service.

Theory reasonably suggests that understanding trademarks by consumers is affected by
cultural, religious, sociological and other influences and that one cannot neglect the ideas and
rules of the living and working milieu of the consumer.*® Werkman furthermore outlines an

important aspect in this surrounding: consumers’ individual characteristics:!’

“.... The interpretation of trademarks is affected by past and present environments,
education, religion and culture, and by the physical and psychological characteristics of
the consumer. Some of these influences strengthen each other, other counteract each other,
others are very weak. It is clear that a manufacturer cannot take such a complicated pattern
wholly into account when he chooses trademarks for his products. He will have to try to
deal with the largest number of factors applying to the largest number of prospective

10 Simonson, A.F. (1993). How and When do Trademarks Dilute: A Behavioral Framework to Judge
“Likelihood” of Dilution, Trademark Reporter, 83, 149.

1 Lipton, J.P. (1988). A New Look at the Use of Social Science Evidence in Trademark Litigation, Trademark
Reporter, 78, 32.

12 Silber, N.I (1990). Observing Reasonable Consumers : Cognitive Psychology, Consumer, Behavior and
Consumer Law. Loyola Consumer Law Reporter, 2(3), 69-75.

13 Werkman, C.J. (1974), Trademarks. Their Creation, Psychology and Perception, New York: Barnes and Noble.
4 Simonson , A.F. (1993), supra note 10, p.83.

BLipton, J.P. (1988), supra note 11., p.32.

16 Werkman, C.J. (1974), supra note 13, p.132-133.

YIbidem.
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consumers simultaneously, thus trying to induce that group of consumers to buy his

6

products.

The same author also alarms that the intuitive design or choice of trademarks by
manufacturers, also leads to intuitive trademark examination and registration, which has a
consequence on the trademark strength, in most cases by losing the distinctiveness. Hence, “the
intuitive method of trademark design, will have to be replaced by selecting trademarks on the

basis of scientific trademark analysis”

When it comes to trademark law, it is quite obvious that legal standards should encompass
findings pertinent to interdisciplinary research of consumers characteristics. As Silber points
out, “courts and legislators would be unwise to ignore the accumulating empirical evidence

about how consumers actually make decisions”.*°

Social science and personality research have traditionally been focused on criminology and
similar areas and affiliated to criminal and public law. However, civil law and intellectual
property law should not be isolated from the advantages provided by application of
methodological procedures proven in social sciences, leading to objective scientific findings,

exceptionally beneficial to legal theory and practice.

Walker and Monahan, in several articles®, have continuously affirmed the inevitability of
uses of social science research data in the legal practice, examining the possibility to legally
accept the data as a mode to prove a legal claim, illustrating in this context a trademark
infringement litigation case (Processed Plastic Co. v. Warner Communications).?* In this case,
The Processed Plastic Company, without having a license from Warner, was selling a toy-car,
very similar to the toy-cars, replicas from "The Dukes of Hazzard" television series, owned by
Warner Communications. During the trial, Warner presented a survey that 83% of the children
in the survey identified the disputable toy-car (Processed Plastic car) to be "'Dukes of Hazzard'
car, so the court ruled for creating consumer confusion. by The Processed Plastic Company,
and thus violation of the Lanham Trademark Act?2.

18 Ibidem.

19 Silber, N.1.(1990), supra note 12,p.73.

20'Walker, L., Monahan, J.(1988), Social Facts: Scientific Methodology as Legal Precedent, California Law
Review, 76 (4), 877-896.

2L Processed Plastic Co. v. Warner Communications,675 F.2d 852 (7th Cir. 1982).

2\Walker, L., Monahan, J.(1988), supra note 18, p. 880.
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It seems the most evident argument for this interdependence of trademark law and other
social sciences and humanities in the US trademark jurisprudence, is presented by judge Felix

Frankfurter of the Supreme Court, who has written:

“The protection of trade-marks is the law's recognition of the psychological function
of symbols. If it is true that we live by symbols, it is no less true that we purchase goods
by them. A trade-mark is a merchandising short-cut which induces a purchaser to select
what he wants, or what he has been led to believe he wants. The owner of a mark
exploits this human propensity by making every effort to impregnate the atmosphere of

the market with the drawing power of a congenial symbol. "%

With respect to the EU trademark law jurisprudence analysis, various authors, such as
Griffiths,?* have also undoubtedly suggested that the question of “certain intangible (mental)
characteristics” with reference to product quality, is crucial in some of the rulings of the Court

of Justice of the European Union, especially in the case of luxury goods:

“...the quality of luxury goods such as the ones at issue in the main proceedings is not
just the result of their material characteristics, but also of the allure and prestigious
image which bestows on them an aura of luxury .... since luxury goods are high-class
goods, the aura of luxury emanating from them is essential in that it enables
consumers to distinguish them from similar goods. Therefore, an impairment to that

aura of luxury is likely to affect the actual quality of those goods. '

For the purpose of increased effectiveness of trademark quality valuation, it is essential
to study the liaison of trademarks with other social factors and personality factors, including
the anthropological status of consumers. One part of the anthropological status are in fact

consumers’ intellectual abilities, on which the trademark quality is dependent.

2 Opinion of the US Supreme Court: Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 316 U.S. 203
(1942).

24 Griffiths, A. (2003). Quality in European Trade Mark Law. Northwestern Journal of Technology and
Intellectual Property, 11(7), 621-642.

%5 Copad, C-59/08, :EU:C:2009:260, point 24, 25, 26.
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1.1. Trademark Law Developments & Theoretical Considerations

1.1.1. Historical Aspects

It is undeniable that we could speak about protection of intellectual property rights,
only after the second half of the 19th century. Certainly, this does not mean that there were no
previous inceptions of intellectual property, but the way we conceive the intellectual property

law today is of later date.

The adoption of the 1883 Paris Convention for the Protection of Industrial Property and
the 1886 Berne Convention for the Protection of Literary and Artistic Works, did not mean
introduction of a concept with no historic background. The idea of this section is to identify
the historical background of the contemporary trademark law, by analysing certain historical

and legal sources.

In the very beginnings, in the ancient civilizations such as Egypt and Babylon, as
Lehner suggests,?® the symbols and the marks on the products are in fact the inscriptions of the
rulers and masters and not those of the actual producers (in most cases slaves), since “artwork

of every description was signed with the names of the masters and not the artists.”?’

Symbols for marking have been used by producers of bricks, leather, weapons,
domestic dishes and other items since earliest times. For instance, the marks for the wines
from Corinth, honey from Sicily, and marble from Paros and Carrare are well known.
Manufacturers and craftsmen created marks for marking their products, and later marks that

guaranteed not only the place of origin of the product, but also the special quality.?.

Ancient Rome is probably most interesting for analysis, also since it is the best example
in history where the legal response to the societal challenges is characterized by precision and

consistency, which can be easily noticed through the analysis presented below.?® Attempts for

26 |_ehner, E. (1950). Symbols, Signs and Signets. New York: Dover Publications.

2T Ibidem.

28 See Polenak Akimovska, M., Dabovik Anastasovska, J., Buckovski, V., Pepeljugoski, V., Varga, L. (2005).
Pravo na industriska sopstvenost [Industrial Property Law . In Macedonian]. Drzaven zavod za industriska
sopstvenost, Skopje, p. 326.

2 For the relations between roman law and intellectual property see: M. Polenak Akimovska, V. Buckovski, G.
Naumovski, N. Gavrilovik (2016). Niakoi paraleli mezdu pravtata na intelektalna sopstvenost v rimskoto | v
sovremenoto parvo i pospecialno otnosno avtorskoto i pravoto na trgovska marka [Certain Parallels Between

13



this tendency are easily noticed in the case of marks. In ancient Rome for instance, it was a
standard that stones, bricks and marble blocks on buildings were marked. In general, objects
made of clay were marked, as well as clay lamps. In addition, some metal commodities, vases,
glass products, lead objects as well as bronze, golden and silver products were also marked.*
One comes across pictorial marks, symbols marking local origin and time denotations. There
are examples of using various symbols, like circles, crescent, wheels, palm or vine leaves and
footprints.= These marks also contained inscriptions with the name of the person or the venture,
sometimes abbreviations, and often combinations with the words “mano” (“by the hand of”)
"officinal” (“workshop”) or “fecit” (“made by”). There are the examples of CATIM (Cati
mano) (by the hand of Cato), OFALBIN (officina Albini) (Albinus’ workshop), COLLOFEC
(Collo fecit) (made by Collo).3? According to the available literature, even animals were
marked to show the ownership, and not for business purposes.® The marking did not refer only

to the massively produces products, but also to the individually produced ones.3*

Undoubtedly marking was broadly developed in Ancient Rome,® as a continuation of
the practice in Ancient Greece.® In the relevant literature, a number of 6000 different marks
and designs used on Roman ceramics are mentioned.®” In addition, the marking of goods with
certain marks was aimed at pointing out not only the origin of the goods, but also of the
manufacturer's personality.3 Apart from this function of marking the ownership of things or
the sentiment of personal pride or maybe stating the creator of the goods, that conditionally
could be treated as private-legal function, there was also a certain public-legal function. This

function is evident from the marking that was done by the public authorities for tax purposes

Intellectual Property Rights in Roman and Contemporary Law With Reference to Copyright and Trademark Law:
In Bulgarian], lus Romanum II.

%Greenberh, A.S. (1951). The Ancient Lineage of Trade-Marks. Journal of the Patent Office Society, 33(12),
879.

31 Rogers, E.S. (1910). Some Historical Matter concerning Trade-Marks. Michigan Law Review, 9(1), 33.

32 Ruston, G. (1955). On the Origin of Trademarks. The Trademark Reporter 45(2), 133.

33 Pepeljugoski, V. (1996). Zastita na industriskata sopstvenost: so modeli na obrasci [Protection of Industrial
Property: With Models and Sample Forms: In Macedonian]. Akademik, Skopje, p. 12.

% Verona, A.(1978). Pravo industrijskog vlasnistva, Informator [In Croatian], Zagreb, p.11.

3Vukmir, M. (1992).The Roots of Anglo-American Intellectual Property Law in Roman Law. IDEA: The Journal
of Law and Technology 32(2), 131.

%May, C. , Sell, S. K. (2006). Intellectual Property Rights: A Critical History, Boulder, CO: Lynne Rienner
Publishers, p. 47.

7 Paster, B.G. (1969).Trademarks: Their Early History. The Trademark Reporter 59(8), 554.

3 Jani¢, M. (1973). Industrijska svojina i autorsko pravo [In Serbian], Sluzbeni list SFRJ, Beograd, p.161.
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or as means for marking the state monopole or as means for settling accounts between the

entrepreneurs and their workers.®

Regardless of the great presence of marks and denotations in ancient Rome, in general
the existence of adequate means for legal protection is questionable in case of violation or
abuse of somebody else's symbols in today's sense of the word. Thus, the FORTIS* oil lamps
were a very popular item for forging. Just as is the case with the protection of what is called
literary property, it is probable that the existing legal institutes were expended also to the
violations and abuses of somebody else’s symbols, even though there are no evidence that these
symbols were considered independent objects of independent subjective rights, as it is the case

today with trademarks.

As an adequate means of protection, the institute falsum appeared, as a separate tort
against the state.** Any forging of identification documents in the Roman law was considered
to be “falsum”. According to the Digest “falsum is something that does not exist, but it is
claimed that it is truthful".*2 The provisions regarding falsum were given in a special law, Lex
Cornelia de falsis, adopted by Sulla in 81 BC. Testimonies about the content of Lex Cornelia

de falsis can be found in Justinian’s Institutes (Inst. 4.18.7.).

Item lex Cornelia de falsis, quae etiam testamentaria vocatur, poenam irrogat ei qui
testamentum vel aliud instrumentum falsum scripserit, signaverit, recitaverit,
subiecerit, quive signum adulterinum fecerit, sculpserit, expresserit sciens dolo malo.
eiusque legis poena in servos ultimum supplicium est, quod et in lege de sicariis et
veneficis servatur, in liberos vero deportatio.

In addition, Cornelia’s act on forgeries was also known as Cornelia’s act on wills. It
punishes the person that writes a forged will or other documents, or seals them or
declares them in front of witnesses or replaces the real ones with false ones; as well as
a person who is aware of it and with ill intentions engraves or casts a copy of a mark.
The penalty according to this law is the ultimate one, for slaves, according to the law
on murderers and poisoners; for free men, deportation.

% Ladas, S.P. (1975). Patents, Trademarks, and Related Rights: National and International Protection, Vol. |,
Harvard University Press, Cambridge, p. 4.

40 Drescher, T.D. (1992). The Transformation and Evolution of Trademarks: From Signals to Symbols to Myth.
The Trademark Reporter 82(3), 131.

4l Naumovski, G. (2011). Osnovnite instituti na rimskoto krivicno parvo [Basic Institutes of Roman Criminal
Law: In Macedonian]. Zbornik vo cest na Gjorgji Marjanovic, Praven fakultet “Justinijan Prvi” Skopje, p.332.
“2paul. Coll. 8.6.1.
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Apart from the provisions on forging in general, there were also regulations on forging
wills (falsum testamentum),*® and forging money and their circulation (falsa moneta). The other
forms of forging identification documents (e.g. rescripta or other legal acts of the princeps)
were prohibited with senatus consulta,** which expended the application of the Lex Cornelia.
The penalties for falsum vary from aquae et ignis interdictio, deportation, confiscation of

property,* and for more serious violations, a death penalty.

As one can see, the regulations in Lex Cornelia de falsis referred also to forging marks.

A confirmation for this could be found in Justinian’s Digest (Mod. D. 48.10.30. pr.).

Lege cornelia testamentaria obligatur, qui signum adulterinum fecerit sculpserit.

The person is responsible according to lex Cornelia for the wills if a forged mark is

made or engraved.

An interesting question is what the scope of application of the regulations from Lex
Cornelia de falsis was when it concerned names, and especially in relation to plagium. In this

sense, the words by Papinian given in Justinian’s Digest are indicative (Pap. D. 48.10.13 pr.).

Falsi nominis vel cognominis adseveratio poena falsi coercetur.

Anybody declaring a false name or surname will be held accountable and thus punished

for fraud.

Actio iniuriarum appears as the adequate means for protection. Here we speak again
about the application of the established institutes of the Roman law in situations that, in their
nature, are adequate for the content of the instrument. Insult, in general, is considered sufficient
basis for filing a personal lawsuit.*’ Hence, violation or abuse of somebody else’s mark could
result in violation of the honour and reputation of its "holder”. So, the regulations from Lex
Cornelia de iniuriis are important: The general application of Lex Cornelia de iniuriis, it is
mentioned by Ulpian (Ulp. D. 47.10.5. pr.).

43 The forged will was considered invalid (Paul. D. 50.16.221.: Paulus respondit falsum tutorem eum vere dici,
qui tutor non est, sive habenti tutor datus est sive non: sicut falsum testamentum, quod testamentum non est, et
modius iniquus, qui modius non est).

4 Such an opinion by the Senate was for example Senatusconsultum Geminianum, Senatusconsultum
Libonianum, Senatusconsultum Geminianum etc.

4 Marci. D. 48.10.1.13.: Poena falsi vel quasi falsi deportatio est et omnium bonorum publicatio: et si servus
eorum quid admiserit, ultimo supplicio adfici iubetur.

4C.9.22.

47 Ulp. D. 44.7.25.1.
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Lex cornelia de iniuriis competit ei, qui iniuriarum agere volet ob eam rem, quod se
pulsatum verberatumve domumve suam vi introitam esse dicat.

Lex Cornelia on insults is applied for anybody who wants to file a lawsuit for insult,
because he believes to have been beaten up, hit or if his house had been broken in by
force.

Having in mind this general application of the regulations from Lex Cornelia de iniuriis,

confirmed also in Justinian’s Institutes (Inst. 4.4.8.), Ulpian further clarifies its application in
more details (Ulp. D. 47.10.5.9.).

Si quis librum ad infamiam alicuius pertinentem scripserit composuerit ediderit dolove
malo fecerit, quo quid eorum fieret, etiamsi alterius nomine ediderit vel sine nomine,
uti de ea re agere liceret et, si condemnatus sit qui id fecit, intestabilis ex lege esse
iubetur.

It has been envisaged that if anybody writes, composes or publishes something written
with the intention of degrading or spreading rumours about somebody else or
intentionally contributing for those things to happen, regardless whether it is done on
somebody else’s behalf or anonymously, a lawsuit could be filed for that, and if the
culprit is convicted he will be shamed in accordance with the law.

Schechter has researched the historical aspects of trademarks, 8 particularly for the
period starting from middle ages up until the beginning of the 20" century. He focuses on
several points regarding the historical development of trademarks with examples from England

and France:

-The continuum of the definition of trademark in the jurisprudence as “a mark, sign or
symbol, the primary and proper function of which is to identify origin or ownership of
the goods to which is affixed;

-The implication of merchants’ proprietary marks in the middle ages, manifested
through their beneficence, omnipresence, hereditary character, and have had social and
commercial value; even though middle age trademarks were not trademarks in modern
sense, they still have contributed towards the development of modern trademark law;

-The production marks of trade guilds and companies, especially in the sixteenth and
seventeenth century, particularly present in the case of devices of printers and
publishers, although foremost of decorative character, have had an input in the fore
coming turnouts of trademarks as a legal category;

48 Schechter, F.1. (1999). The Historical Foundations of the Law Relating to Trade-marks. New Jersey: The
Lawbook Exchange.
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-Significance of clothes and cutlery marks and the so-called process of transformation
of the production mark from “liability mark” into “asset mark”, followed by cases such
as Suthern vs. How in which there is a dictum on misuse of another clothier’s
trademark. 4°

Trademark rights as all intellectual property rights are exclusive rights allocated by the
state, on temporary bases, and they refer to exploitation of intellectual creations. Any defining
of intellectual property rights requires analysis of the understanding of their legal nature though
out history. In general, intellectual property is part of the exclusive time-limited rights
established by the state regarding the use of creations of intellectual labour. The definition of
the intellectual property rights poses questions regarding their legal nature and the historical
development of these rights. However, the history of ownership of literary and artistic works
as well as of industrial property is long, but not as long as the classical ownership that we come
across in the Roman law i.e. in the works of the Roman jurists.

In any case, it is necessary to underline that in the laws of antiquity and in mediaeval
law there were no trademarks in the contemporary meaning of the word. Still, there are
institutes and rules with features, that viewed from today’s perspective, indicate at least the
need of legal regulation of this issue.

1.1.2. Taxonomies of Trademarks

From taxonomic point of view on trademarks, at least three approaches are significant:
a) the Kuwayama’s four classes taxonomy; b) Weckerle’s categorization; and c) Molerrup’s
taxonomy.

According to Kuwayama, *° trademarks belong to one of the four taxonomic classes: 1)
alphabet; 2) concrete forms; 3) abstract forms and 4) symbols and numbers.

Weckerle has provided a 9x9 taxonomic matrix is composed of: verbal symbol
(Logotype, Abbreviation, Initial); lcon (product-oriented, metaphoric); mark (figurative,
coloured); and emblem (private, public).>® Spencer, has provided a more simplified version

of Weckerle’s taxonomy, transforming it into 5x5 of trademarks *matrix,%? that includes the

49 Ibid, p.123.

%0 Kuwayama, Y. (1988). Trademarks and Symbols of the World, The Alphabet in Design. Rockport: Rockport
Publishers.

51 Weckerle, H. (1968). Typographer as Analyst. Design Magazine, no.42.

52 Spencer, K.L. (2011). Evaluating Trademark Design. San Jose State University SISU Scholar Works,
Available at: http://scholarworks.sjsu.edu/cgi/viewcontent.cgi?article=4952&context=etd_theses.
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following groups: typographic (logo-type & abbreviation) and graphic (name-oriented,

product-oriented and value oriented). >3

However, it seems that the most appropriate so far is the Mollerup taxonomy, i.e. his

so called Taxonomic tree of trademarks, designed based on two semiotic categories,

corresponding to eight principles of division, resulting with twenty trademark classes.** This

taxonomy is graphically presented at Table A and Chart 1.

Semiotic Category Principle of Division

Material Qualities Dimensions

Graphic form

Picture form

Letter combination form

Abbreviation form

Initial Abbreviation form

Referential Quality Visual reference

Linguistic reference

Table A:

Taxonomic Class
Graphic marks
Non-graphic marks
Picture marks

Letter marks
Figurative marks
Non-figurative marks
Name marks
Abbreviations

Initial abbreviations
Non-initial abbreviations
Acronyms

Non-acronym initial
abbreviations

Descriptive marks
Metaphoric marks
Found marks
Proper names
Descriptive names
Metaphoric names
Found names
Artificial names

Mollerup’s Semiotic Categories, Principles of Division & Taxonomic Classes

53 Ibid.
54 Mollerup, P. (2013). Marks of Excellence. London: Phaidon, p. 101.
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Descriptive marks
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Figurative marks Lletaphond

( N I marks
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Found marks
marks
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Proper names
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-~

Descriptive
names

Graphic marks

Trademarks F
Non-graphic

Name marks

marks Metaphoric

names

Artificial names
Letter marks

Sy

Initial

abbreviations
Abbreviations Acronyms
Non-initial <

abbreviaitons

Sy

Non -Acronym
initial
abbreviations

Chart 1 :

Taxonomy of Trademarks by Per Mollerup

Consequently, having in mind the efforts through history, as well as the contemporary
taxonomical aspects, it seems that the legal response to marks in their development have trailed
human and social evolution, making trademarks an interconnected feature of homo faber,*
homo oeconomicus® and homo pictor.>” (underlined by G. Naumovski).

55 “Man the Maker”, a concept of the philosophical anthropology referencing to the “working-man” (See: M.
Scheler (1928). Die Stellung des Menschen im Kosmos. CreateSpace Independent Publishing Platform; H.
Bergson (1907). L’Evolution créatrice (1907), Ed. PUF, coll. « Quadrige », 2007 (édition critique), chap. II, pp.
138-140.

% Although the roots of the concept of the “economic man” can be traced in Aristotle’s Politics, its model is
elaborated by John Stuart Mill and it’s one of the key concept of economic theory, while the term itself according
to Persky is mentioned by Pareto (Persky, J. (1995). Retrospectives: The Ethology of Homo Economicus. The
Journal of Economic Perspectives, 9(2). The essence of the concept includes the idea of maximization of utility
(in consumers) and maximization of profit (in producers), which is relevant for the trademark theory.

57 Man the artist, the depicting man, a theory in aesthetical anthropology developed by H. Jonas in the sixties,
encompassing image-making and the freedom of man .For contemporary views on homo faber, see: F. Fossa
(2015). Image-making and the Freedom of Man. Vision, Image and Symbol Homo Pictor and Animal
Symbolicum in Hans Jonas' Anthropology. Aisthesis, 8(2), p. 165 -182.
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1.1.3. Classical Trademark Approach and International Legal Sources

1.1.3.1. Traditional Definition

According to the traditional approach of definition, the trademark (a registered goods
or service mark) is a sign in commerce, envisioned for providing a distinction of goods or
services of the same or analogous kind, though its protection is in accordance with the law.®
% In this sense, the trademark is a distinctive sign that can be attached to the products or

services aimed at indicating their industrial or commercial origin to the public.®

As presented above, since ancient times, the mark is the most significant distinctive
sign. However, the cradle of the contemporary regulation regarding the mark is in France,
particularly with the initial law that is completely devoted to the mark — the Manufacture and
Goods Mark Act from 1857. Later, similar examples followed in Germany (Prussian ordnance
in 1874; “Reichsgesetz in 1874).5* The modern mark as one of the industrial property law
pillars, has a remarkable place in contemporary law, mostly as a consequence of the expansion
of industry and trade.

During the twentieth century and nowadays as well, advertising has an immense part in
conveying the marks nearer to the consumers, for instance over the media and specifically on
the packaging or in advertising material. Nevertheless, the expansion of the world-wide market,
convoyed by the alteration of trading means of doing business, as well as the marketing where
the marks have remarkably important character, also strengthens the legal and commercial
sense of the trademark in a European and global context.

The concept of trademark has several meanings. Firstly, the trademark represents a sign
which is used for marking goods and services. Secondly, the trademark is used for indicating
a legal institute regulated by the legal norms of a certain legal order. Thirdly, the trademark
enhances the subjective right originating from the legal relationship that has occurred with the
use of the trademark in the commodity and monetary exchange. From legal position, marks

%8 Bukljag, 1. (1965). Pravo industrijskog vlasni$tva [Industrial Property Law. In Croatian]. Zagreb. Progres.

9 Verona, A. (1978). Pravo industrijskog vlasnistva [Industrial Property Law. In Croatian]. Zagreb. Informator.
80 Schmidt-Szalewski, J. (2007). Droit de la propriété industrielle, Paris, Lexis Nexis, Litec, p. 193.

51 World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p. 50.
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are one of the most sensitive rights to industrial property. In practice they are the most

problematic ones and a significant number of court cases are initiated because of trademarks.

Consequently, the relationship between the consumer and the trademark remains a
central category in the theoretical considerations of trademark. According to the approach

developed by the World Intellectual Property Organisation:

“By enabling consumers to make their choice between the various goods available on
the market, trademarks encourage the owners to maintain and improve the quality of
the products sold under the trademark, in order to meet consumer expectations. In a
market that offers a choice, a consumer who is disappointed will not buy the same
product again. One who is satisfied will tend to rely on the trademark for his future
purchase decisions. Thus, trademarks reward the manufacturer who constantly
produces high-quality goods, and as a result they stimulate economic progress. "2

It seems that in this context, the definition provided in the TRIPS agreement

encompasses the majority of current theoretical doctrines:

“Any sign, or any combination of signs, capable of distinguishing the goods or services
of one undertaking from those of other undertakings, shall be capable of constituting a
trademark. Such signs, in particular words including personal names, letters,
numerals, figurative elements and combinations of colours as well as any combination
of such signs, shall be eligible for registration as trademarks. Where signs are not
inherently capable of distinguishing the relevant goods or services, Members may make
registrability depend on distinctiveness acquired through use. Members may require,
as a condition of registration, that signs be visually perceptible. %3

52 World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p. 200.
8 The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS) , Article 15.
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1.1.3.2. Types of Trademarks According to the Holder

The elementary academic constructions of the classification of trademarks, which has
the trademark holder as a principle, is equivalent to the classification of certain legal institutes
in the cases when there is a “pluralism of the subjects”.®* Such is the case with the ownership
and the collective ownership in the real law or the complexity obligations (with plurality of
parties) in law of obligations.

The individual mark signifies a mark stricto sensu, and it involves the “classical case”
of a mark whose holder is a legal entity. Henceforth, the collective and certification mark are
specific forms of the mark, i.e. marks for which the basic rules for individual mark apply, with

certain specificities. &
The approach of the World Intellectual Property Organization (WIPQO), enhances that:

“ A collective mark may be owned by an association which itself does not use the
collective mark but whose members may use the collective mark; typically, the
association has been founded in order to ensure the compliance with certain quality
standards by its members; the members may use the collective mark if they comply
with the requirements fixed in the regulations concerning the use of the collective mark.
Thus, the function of the collective mark is to inform the public about certain particular
features of the product for which the collective mark is used. An enterprise entitled to
use the collective mark may in addition use its own trademark.

In fact, collective marks have a particular importance, since

“Under the intellectual property law of most countries, there are provisions on the
protection of collective marks. Collective marks are usually defined as signs which
distinguish the geographical origin, material, mode of manufacture or other common
characteristics of goods or services of different enterprises using the collective mark.
The owner may be either an association of which those enterprises are members or any
other entity, including a public institution or a cooperative.

% In this regard, besides collective and certification mark, of particular interest in wider intellectual property
context, to the extent of the issue of plurality of right holders, one can also analyse co-inventing in industrial
property law, as well as co-authorship and collective attainment of in the area of copyright and related rights.

8 Polenak Akimovska, M.; Naumovski, G. (2010). Individual, Collective and Certification Trademark. In:
Reboul, Y., Polenak Akmovska, M., Naumovski G. (p. 9-12), Introduction to Trademarks and Geographical
Indications, Skopje, lustinianus Primus Law Faculty.

% World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p. 201.
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The owner of the collective mark is responsible for ensuring the compliance with
certain standards (usually fixed in the regulations concerning the use of the collective
mark) by its members. Thus, the function of the collective mark is to inform the public
about certain particular features of the product for which the collective mark is used.
Most countries require that an application for a collective mark be accompanied by a
copy of the regulations which govern the use of the collective mark.”®

Despite the individual mark which protects the rights of one person, the collective mark
protects the rights of more (mostly legal) persons, who have regulated the right with the general
act for the collective mark. Furthermore, the members of the entity, such as the association are
obligated to use the collective mark only for designating goods or services which correspond
to specified technical and other characteristics. Concerning the registration procedure, in most
legislations, the application for the collective mark has to be accompanied by a copy of the

rules determining the use of the collective mark.

There is also a different classification of the collective marks in theory, depending on
the purpose for which the collectivity members use the mark. According to this criterion,

collective marks may be:

- marks that are used by the collectivity in order to identify and differ goods or services

from the members of the collectivity; and

- marks that do not identify products, but rather serve to point out to the membership of

the producer in the collectivity.%®

Certification marks are typically given for acquiescence with defined standards but are

not confined to any membership. They may be used by anyone who can certify that the products

57 World Intellectual Property Organization, Collective Marks , Available at:
http://www.wipo.int/sme/en/ip_business/collective marks/collective marks.htm

8 polenak Akimovska, M.; Naumovski, G. (2010). Individual, Collective and Certification Trademark. In:
Reboul, Y., Polenak Akmovska, M., Naumovski G. (p. 9-12), Introduction to Trademarks and Geographical
Indications, Skopje, lustinianus Primus Law Faculty.

8 Leeds, D. (1956). Trademarks from the Government Viewpoint, California Law Review, Vol. 44, Issue 3,
p.497.
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involved meet certain established standards (for example, certification marks include
WOOLMARK, which certifies that the goods on which it is used are made of 100% wool).”

The main difference between collective marks and certification marks is that the former
may only be used by a specific group of enterprises, for example members of an association,
while certification marks may be used by anybody who complies with the standards defined
by the owner of the certification mark.” The certification mark is also a collective mark, but
the collective mark does not need to have a character of a certification mark, meaning that the

latter is more open for access.

Other typical examples for standards guaranteed by the certification mark include: 1ISO
(standards of the International Standardization Organization), (norms of the national

standardization), CEN — European Committee for Standardization, etc.”

1.1.3.3. International Legal Framework

1.1.3.3.1. Paris Convention for Protection of Industrial Property (1883)"

Contemporary trademark theory outlines the following groups of provisions in the Paris
Convention for Protection of Industrial Property, pertinent to the classical concept of trademark

as industrial property rights:’*

-Use of trademarks, defined in Article 5C (1), (2) and (3). In this sense, the article 5 C

prescribes that:

0 The Value of Collective and Certification Marks for Small Players, WIPO Magazine, July/September 2002,
p.6.

" Ibidem.

2 polenak Akimovska, M.; Naumovski, G. (2010). Individual, Collective and Certification Trademark. In:
Reboul, Y., Polenak Akmovska, M., Naumovski G. (p. 9-12), Introduction to Trademarks and Geographical
Indications, Skopje, lustinianus Primus Law Faculty

3 Revisions: Brussels on December 14, 1900, Washington on June 2, 1911, The Hague on November 6, 1925,
London on June 2, 1934, Lisbon on October 31, 1958,

and Stockholm on July 14, 1967. Amendments September 28, 1979.

" World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p. 377-387.
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"1) If, in any country, use of the registered mark is compulsory, the registration may
be cancelled only after a reasonable period, and then only if the person concerned
does not justify his inaction.

(2) Use of a trademark by the proprietor in a form differing in elements which do not
alter the distinctive character of the mark in the form in which it was registered in one
of the countries of the Union shall not entail invalidation of the registration and shall
not diminish the protection granted to the mark.”

-Concurrent use of the same trademark by different enterprises, also prescribed in
article 5C (3):

“(3) Concurrent use of the same mark on identical or similar goods by industrial or
commercial establishments considered as co-proprietors of the mark according to the
provisions of the domestic law of the country where protection is claimed shall not
prevent registration or diminish in any way the protection granted to the said mark in
any country of the Union, provided that such use does not result in misleading the
public and is not contrary to the public interest.”

-Grace period for the payment of renewal fees, “intended to diminish the risk of a mark
being lost by an involuntary delay in payment of the renewal fees”, "regulated by Article 5bis:

“1) A period of grace of not less than six months shall be allowed for the payment of
the fees prescribed for the maintenance of industrial property rights, subject, if the
domestic legislation so provides, to the payment of a surcharge.

(2) The countries of the Union shall have the right to provide for the restoration of
patents which have lapsed by reason of non-payment of fees.”

-Independence of trademarks, as promulgated in Article 6:

5 |bid., p. 379
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“(1) The conditions for the filing and registration of trademarks shall be determined in
each country of the Union by its domestic legislation.

(2) However, an application for the registration of a mark filed by a national of a
country of the Union in any country of the Union may not be refused, nor may a
registration be invalidated, on the ground that filing, registration, or renewal, has not
been effected in the country of origin.

(3) A mark duly registered in a country of the Union shall be regarded as independent
of marks registered in the other countries of the Union, including the country of origin.”

-Well-known trademarks, whose protection “results not from its registration, which
prevents the registration use of a conflicting trademark, but from the mere fact of its
reputation”, "®defined in Article 6 bis:

“(1) The countries of the Union undertake, ex officio if their legislation so permits, or
at the request of an interested party, to refuse or to cancel the registration, and to
prohibit the use, of a trademark which constitutes a reproduction, an imitation, or a
translation, liable to create confusion, of a mark considered by the competent authority
of the country of registration or use to be well known in that country as being already
the mark of a person entitled to the benefits of this Convention and used for identical
or similar goods. These provisions shall also apply when the essential part of the mark
constitutes a reproduction of any such well-known mark or an imitation liable to create
confusion therewith.

(2) A period of at least five years from the date of registration shall be allowed for
requesting the cancellation of such a mark. The countries of the Union may provide for
a period within which the prohibition of use must be requested.

(3) No time limit shall be fixed for requesting the cancellation or the prohibition of the
use of marks registered or used in bad faith.”

- Prohibitions concerning State Emblems, Official Hallmarks, and Emblems of
Intergovernmental Organizations, (provided in Article 6ter), having an aim “not to create
industrial property right in favor of the State or the 1GO in respect of the distinctive sign
concerned, but simply to prevent the use of those sings as trademarks in industrial or
commercial activities”’’:

76 1bid, p. 380.
"bid, p.382.
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“(1) (a) The countries of the Union agree to refuse or to invalidate the registration, and
to prohibit by appropriate measures the use, without authorization by the competent
authorities, either as trademarks or as elements of trademarks, of armorial bearings,
flags, and other State emblems, of the countries of the Union, official signs and
hallmarks indicating control and warranty adopted by them, and any imitation from a
heraldic point of view.

(b) The provisions of subparagraph (a), above, shall apply equally to armorial
bearings, flags, other emblems, abbreviations, and names, of international
intergovernmental organizations of which one or more countries of the Union are
members, with the exception of armorial bearings, flags, other emblems,
abbreviations, and names, that are already the subject of international
agreements in force, intended to ensure their protection.

(c) No country of the Union shall be required to apply the provisions of subparagraph
(b), above, to the prejudice of the owners of rights acquired in good faith before the
entry into force, in that country, of this Convention. “

-Assignment of trademarks explained by the rule in Article 6quater (provided for
circumstances where a trademark is used by enterprise in numerous countries and there is an
intent to transfer the trademark right in one or more of those countries)®:

(1) When, in accordance with the law of a country of the Union, the assignment of a
mark is valid only if it takes place at the same time as the transfer of the business or
goodwill to which the mark belongs, it shall suffice for the recognition of such validity
that the portion of the business or goodwill located in that country be transferred to the
assignee, together with the exclusive right to manufacture in the said country, or to sell
therein, the goods bearing the mark assigned.

(2) The foregoing provision does not impose upon the countries of the Union any
obligation to regard as valid the assignment of any mark the use of which by the
assignee would, in fact, be of such a nature as to mislead the public, particularly as
regards the origin, nature, or essential qualities, of the goods to which the mark is
applied.

- Protection of Marks Registered in One Country of the Union in the Other Countries
of the Union, as a special rule, i.e. an exceptional situation, justified by two arguments: firstly,

8 1pidem.
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trademark owners and the public have an interest to have the same trademark for same products
in different countries; and secondly, differences in national legislations could prevent uniform
use of same trademarks.” (Article 6quinquies):

"...A.(1) Every trademark duly registered in the country of origin shall be accepted for
filing and protected as is in the other countries of the Union, subject to the reservations
indicated in this Article. Such countries may, before proceeding to final registration,
require the production of a certificate of registration in the country of origin, issued by
the competent authority. No authentication shall be required for this certificate.

(2) Shall be considered the country of origin the country of the Union where the
applicant has a real and effective industrial or commercial establishment, or, if he has
no such establishment within the Union, the country of the Union where he has his
domicile, or, if he has no domicile within the Union but is a national of a country of the
Union, the country of which he is a national.

B. Trademarks covered by this Article may be neither denied registration nor
invalidated except in the following cases:

(i) when they are of such a nature as to infringe rights acquired by third parties in the
country where protection is claimed;

(if) when they are devoid of any distinctive character, or consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, place of origin, of the goods, or the time of production, or have become
customary in the current language or in the bona fide and established practices of the
trade of the country where protection is claimed;

(iif) when they are contrary to morality or public order and, in particular, of such a
nature as to deceive the public. It is understood that a mark may not be considered
contrary to public order for the sole reason that it does not conform to a provision of
the legislation on marks, except if such provision itself relates to public order.

This provision is subject, however, to the application of Article 10bis...."

- Service Marks provision, that foresee the opportunity for member states to protect
service marks, without an obligation to provide registration for such marks & (Article 6sexies):

79 1bid, p.383.
80 With the adoption of TRIPS (article 15.1), from the aspect of international legal framework, service marks are
practically assimilated to trademarks (Ibid, p.385).
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“The countries of the Union undertake to protect service marks. They shall not be
required to provide for the registration of such marks.”

- Registration in the Name of the Agent or Representative of the Proprietor Without the
Latter’s Authorization; applicable for those cases where the” agent or representative of the
person who is the owner of a trademark applies for or obtains registration of a trademark in his
own name or uses the trademark without the owners authorization”; hence, the provisions
regulate the right of the trademark owner to “oppose the registration or to demand cancellation
of the registration, or of the national law allows, to demand an assignment of the registration
in his favor” 8!(Article 6septies),:

"...(1) If the agent or representative of the person who is the proprietor of a mark in
one of the countries of the Union applies, without such proprietor’s authorization, for
the registration of the mark in his own name, in one or more countries of the Union,
the proprietor shall be entitled to oppose the registration applied for or demand its
cancellation or, if the law of the country so allows, the assignment in his favor of the
said registration, unless such agent or representative justifies his action...”

-Nature of the Goods to which the Mark is Applied (Article 7):

“The nature of the goods to which a trademark is to be applied shall in no case form
an obstacle to the registration of the mark.”

-Collective Marks (Article 7bis), that includes two significant notions: first,
requirement for the countries of the Union to accept for filing an dot protect collective marks
belonging to associations the existence of which is not contrary to the law of the country of
origin “even if such association do not possess and industrial or commercial establishment”;
and second, each country decides on the conditions for approval or refusal of protection of the
collective mark (if it is contrary to the public interest):®2

“1) The countries of the Union undertake to accept for filing and to protect collective
marks belonging to associations the existence of which is not contrary to the law of the

8 |bidem.
82 Belson, J. (2017). Certification and Collective Marks, Law and Practice. Edward Elgar: Cheltenham-
Northampton, p.40.
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country of origin, even if such associations do not possess an industrial or commercial
establishment.

(2) Each country shall be the judge of the particular conditions under which a collective
mark shall be protected and may refuse protection if the mark is contrary to the public
interest.

(3) Nevertheless, the protection of these marks shall not be refused to any association
the existence of which is not contrary to the law of the country of origin, on the ground
that such association is not established in the country where protection is sought or is
not constituted according to the law of the latter country.”

-Temporary Protection at Certain International Exhibitions (Article 11):

“(1) The countries of the Union shall, in conformity with their domestic legislation,
grant temporary protection to patentable inventions, utility models, industrial
designs, and trademarks, in respect of goods exhibited at official or officially
recognized international exhibitions held in the territory of any of them.

(2) Such temporary protection shall not extend the periods provided by Article 4. If,
later, the right of priority is invoked, the authorities of any country may provide that
the period shall start from the date of introduction of the goods into the exhibition.

(3) Each country may require, as proof of the identity of the article exhibited and of the
date of its introduction, such documentary evidence as it considers necessary”.

1.1.3.3.2. The Madrid Agreement Concerning the International Registration of Marks
(1891)82 and the Protocol Relating to the Madrid Agreement (1989)8

The adoption of the Madrid Agreement in 1891, with several revisions up until 1967,

and the adoption of the protocol related to the agreement in 1989, characterize the evolution of

83 Revisions: Brussels on December 14, 1900, Washington on June 2, 1911, The Hague on November 6, 1925,
London on June 2, 1934,

Nice on June 15, 1957, and Stockholm on July 14, 1967. Amended on September 28, 1979.

8 Amendments: October 3, 2006 on November 12, 2007.
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the system for international registration of trademarks (known as the Madrid system). Although
the Madrid Agreement and the Protocol are formally independent treaties, they have
overlapping membership; the contracting parties of both treaties together create the so-called
Madrid union,®® as of April 2018, 101 members, covering 117 countries which represent more
than 80% of world trade.%®

According to the WIPO, the advantages of the system include:®’

-Subsequently to trademark registration, or application registration filing, there is filing
of only one application at the Office of origin (in one language and one fee); there is no need
to submit several various applications to the different trademark offices of the state parties to
the agreement (in different languages and with payment of separate fees to each different
office);

-There is no necessity for waiting for an approval for trademark registration by each
office. Hence, if there is no refusal the holder does not have to wait for the Office of each
Contracting Party in which protection is sought to take a positive decision to register the mark;
if no notification on a refusal by an office within a certain deadline, the mark is protected in
the contracting party;

-In certain situations, even before the deadline, the holder might obtain a declaration of
approval of protection from the contracting party office. In these situations, the holder is
informed about the positive answer earlier;

-By a sole and simple single simple procedural step and the payment of a single fee any
changes after registration (name, address and other data), or changes regarding ownership or a
restriction of the list of goods and services may be recorded with outcome for several chosen
Contracting Parties.

- The international registration is also to the benefit of the contracting parties’ offices,
since there is no necessity for them to examine the compliance with formal necessities, or
classify the goods or services, or publish the marks.

- Contracting parties’ offices are remunerated for the work that they accomplish,
because the individual fees collected by the international bureau are transferred to the
contracting parties; there is also a distribution of the complementary and supplementary fees.

8 World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p. 425-426.

8 http://www.wipo.int/madrid/en/members/

87 WIPO (2016). The Madrid System for the International Registration of Marks: Objectives, Main Features,
Advantages, p. 11. Available at: http://www.wipo.int/edocs/pubdocs/en/wipo_pub 418 2016.pdf
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1.1.3.3.3. The Trademark Law Treaty (1994)

The main intention of the Trademark Law Treaty was “to simplify and harmonize the
administrative procedure in respect of national application and protection of marks”.%
Following types of marks are not regulated by the treaty: collective marks, certification marks
and guarantee marks (due to the obstacles in harmonization of national legislations emerging
from the diverse conditions for registration of those mark), as well as holograms, sound marks,

olfactory marks (due to the difficulty of their reproduction by graphic means).%

Following provisions of this international legal instrument are considered of particular
importance:

-Applications for registration of a trademark; i.e. information necessary for and Office
(Article 3 (1) (a)):

“Any Contracting Party may require that an application contain some or all of the
following indications or elements:

(i) a request for registration;
(ii) the name and address of the applicant;

(ii1) the name of a State of which the applicant is a national if he is the national of any
State, the name of a State in which the applicant has his domicile, if any, and the name
of a State in which the applicant has a real and effective industrial or commercial
establishment, if any;

(iv) where the applicant is a legal entity, the legal nature of that legal entity and the
State, and, where applicable, the territorial unit within that State, under the law of
which the said legal entity has been organized;

(v) where the applicant has a representative, the name and address of that
representative;

(vi) where an address for service is required under Article 4(2)(b), such address;

(vit) where the applicant wishes to take advantage of the priority of an earlier
application, a declaration claiming the priority of that earlier application, together

8 World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p.447.
8 |bidem.
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with indications and evidence in support of the declaration of priority that may be
required pursuant to Article 4 of the Paris Convention;

(viii) where the applicant wishes to take advantage of any protection resulting from the
display of goods and/or services in an exhibition, a declaration to that effect, together
with indications in support of that declaration, as required by the law of the Contracting
Party;

(ix) where the Office of the Contracting Party uses characters (letters and numbers)
that it considers as being standard and where the applicant wishes that the mark be
registered and published in standard characters, a statement to that effect;

(x) where the applicant wishes to claim color as a distinctive feature of the mark, a
statement to that effect as well as the name or names of the color or colors claimed and
an indication, in respect of each color, of the principal parts of the mark which are in
that color;

(xi) where the mark is a three-dimensional mark, a statement to that effect;
(xii) one or more reproductions of the mark;

(xiii) a transliteration of the mark or of certain parts of the mark;

(xiv) a translation of the mark or of certain parts of the mark;

(xv) the names of the goods and/or services for which the registration is sought,
grouped according to the classes of the Nice Classification, each group preceded by
the number of the class of that Classification to which that group of goods or services
belongs and presented in the order of the classes of the said Classification;

(xvi) a signature by the person specified in paragraph (4);

(xvii) a declaration of intention to use the mark, as required by the law of the
Contracting Party.”

-Representation; Address for Service, regulating the representation and the power of
attorney (Article 4):

(1) [ Representatives Admitted to Practice] Any Contracting Party may require that
any person appointed as representative for the purposes of any procedure before the
Office be a representative admitted to practice before the Office.

(2) [ Mandatory Representation; Address for Service]
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(a) Any Contracting Party may require that, for the purposes of any procedure before
the Office, any person who has neither a domicile nor a real and effective industrial or
commercial establishment on its territory be represented by a representative.

(b) Any Contracting Party may, to the extent that it does not require representation in
accordance with subparagraph (a), require that, for the purposes of any procedure
before the Office, any person who has neither a domicile nor a real and effective
industrial or commercial establishment on its territory have an address for service on
that territory.

-Duration and Renewal of Registration, provisions providing ten years of initial period
of registration with an option for ten years renewal period (Article 13)

"... (7) [ Duration ] The duration of the initial period of the registration, and the
duration of each renewal period, shall be 10 years."

Among the other provisions of importance for the universalization of trademark registration of
wider sense, are the regulations on the filing fate (Article 5); Signature (Article 8); Changes
and Corrections Concerning Applications and Registrations (Article 10 and Article 11); and
Regulations and Model International Forms annexed to the treaty.

1.1.3.3.4. Singapore Treaty on the Law of Trademarks (2006)

According to the WIPO, the Singapore Treaty has an aim to establish contemporary
active international framework in terms of synchronization of the administrative procedures
for trademark registration, in the context of the Trademark Law Treaty, in a way that the
Singapore Treaty provides a broader opportunities of application, also having in mind the
new advances in the area of information and communication technology (parties of the treaty

can choose the means of communication with their offices , providing for electronic forms of
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as well). ®© Having these features, the Singapore Treaty is applicable to all types of marks
registrable according to the national laws of the parties®. From the aspect of other provisions
the Singapore Treaty follows the Trademark Law Treaty, although the two treaties are distinct

and can be independently ratified or adhered to.%?

Specifically, the provisions are structured in the following way: Abbreviated
Expressions (Article 1); Marks to Which the Treaty Applies (Article 2); Application (Article
3); Representation; Address for Service (Article 4); Filing Date (Article 5); Single Registration
for Goods and/or Services in Several Classes (Article 6); Division of Application and
Registration (Article 7); Communications (Article 8 ); Classification of Goods and/or Services
(Article 9); Changes in Names or Addresses (Article 10); Change in Ownership (Article 11);
Correction of a Mistake (Article 12 ); Duration and Renewal of Registration (Article 13);
Relief Measures in Case of Failure to Comply with Time Limits (Article 14 ); Obligation to
Comply with the Paris Convention (Article 15); Service Marks (Article 16); Request for
Recordal of a License (Article 17 ); Request for Amendment or Cancellation of the Recordal
of a License (Article 18 ); Effects of the Non-Recordal of a License (Article 19); Indication of
the License (Article 20); Observations in Case of Intended Refusal (Article 21); Regulations
(Article 22); Assembly (Article 23); International Bureau (Article 24); Revision or Amendment
(Article 25); Becoming Party to the Treaty (Article 26); Application of the TLT 1994 and This
Treaty (Article 27); Entry into Force; Effective Date of Ratifications and Accessions (Article
28); Reservations (Article 29 ); Denunciation of the Treaty (Article 30 ); Languages of the
Treaty; Signature (Article 31); Depositary (Article 32).

1.1.3.3.5. The Nice Agreement Concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks (1957)%

The Nice Agreement introduces a classification of goods or services for the aim of
trademark registration process (so called Nice classification), providing consistency in the
registration, since trademark offices of the parties specify in their documentation the

%O WIPO (2009). Summaries of Conventions, Treaties and Agreements Administered by WIPO. World
Intellectual Property Organization: Geneva, p.32.

1 |bidem.

%2 |bidem.

9 Revision: Stockholm-1967 and Geneva-1977, Amended in 1979.
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appropriate classes numbers. The 83 states parties to the Nice Agreement constitute the Nice
Union,® having an Assembly that agrees upon the budget and the biennial program. Besides
the Assembly, there is a Committee of Experts, having a representative from each Union
member and a major to periodically revise the Classification.

The Nice classification is composed of 34 classes for goods and 11 classes for services
and alphabetical list of goods and services, providing information for each class where the
product or services is classified. Each class description contains explanatory note on what
does/does not the class include in particular. The latest, eleventh version of the classification
entered into force on January 1, 2018, being published online in English and in French:%

Following classes are constituting the current version of the classification:*
I. Goods:

-Class 1: Chemicals for use in industry, science and photography, as well as in
agriculture, horticulture and forestry; unprocessed artificial resins, unprocessed plastics; fire
extinguishing and fire prevention compositions; tempering and soldering preparations;
substances for tanning animal skins and hides; adhesives for use in industry; putties and other
paste fillers; compost, manures, fertilizers; biological preparations for use in industry and

science.

-Class 2: Paints, varnishes, lacquers; preservatives against rust and against deterioration
of wood; colorants, dyes; inks for printing, marking and engraving; raw natural resins; metals

in foil and powder form for use in painting, decorating, printing and art.

-Class 3: Non-medicated cosmetics and toiletry preparations; non-medicated
dentifrices; perfumery, essential oils; bleaching preparations and other substances for laundry

use; cleaning, polishing, scouring and abrasive preparations.

-Class 4: Industrial oils and greases, wax; lubricants; dust absorbing, wetting and

binding compositions; fuels and illuminants; candles and wicks for lighting.

% Status May 15, 2018. Available at:
http://www.wipo.int/treaties/en/ShowResults.jsp?lang=en&search_what=B&bo_id=10
% Available at: http://www.wipo.int/classifications/nice/nclpub/en/fr/

% |bidem.
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-Class 5: Pharmaceuticals, medical and veterinary preparations; sanitary preparations
for medical purposes; dietetic food and substances adapted for medical or veterinary use, food
for babies; dietary supplements for humans and animals; plasters, materials for dressings;
material for stopping teeth, dental wax; disinfectants; preparations for destroying vermin;

fungicides, herbicides.

-Class 6: Common metals and their alloys, ores; metal materials for building and
construction; transportable buildings of metal; non-electric cables and wires of common metal;

small items of metal hardware; metal containers for storage or transport; safes.

-Class 7: Machines, machine tools, power-operated tools; motors and engines, except
for land vehicles; machine coupling and transmission components, except for land vehicles;
agricultural implements, other than hand-operated hand tools; incubators for eggs; automatic

vending machines.

-Class 8: Hand tools and implements, hand-operated; cutlery; side arms, except

firearms; razors.

-Class 9: Scientific, nautical, surveying, photographic, cinematographic, optical,
weighing, measuring, signalling, checking (supervision), life-saving and teaching apparatus
and instruments; apparatus and instruments for conducting, switching, transforming,
accumulating, regulating or controlling electricity; apparatus for recording, transmission or
reproduction of sound or images; magnetic data carriers, recording discs; compact discs, DVDs
and other digital recording media; mechanisms for coin-operated apparatus; cash registers,
calculating machines, data processing equipment, computers; computer software; fire-

extinguishing apparatus.

-Class 10: Surgical, medical, dental and veterinary apparatus and instruments; artificial
limbs, eyes and teeth; orthopaedic articles; suture materials; therapeutic and assistive devices
adapted for the disabled; massage apparatus; apparatus, devices and articles for nursing infants;

sexual activity apparatus, devices and articles.

-Class 11: Apparatus for lighting, heating, steam generating, cooking, refrigerating,
drying, ventilating, water supply and sanitary purposes.

-Class 12: Vehicles; apparatus for locomotion by land, air or water.

-Class 13: Firearms; ammunition and projectiles; explosives; fireworks.
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-Class 14: Precious metals and their alloys; jewelry, precious and semi-precious stones;

horological and chronometric instruments.
-Class 15: Musical instruments.

-Class 16: Paper and cardboard; printed matter; bookbinding material; photographs;
stationery and office requisites, except furniture; adhesives for stationery or household
purposes; drawing materials and materials for artists; paintbrushes; instructional and teaching
materials; plastic sheets, films and bags for wrapping and packaging; printers' type, printing
blocks.

-Class 17: Unprocessed and semi-processed rubber, gutta-percha, gum, asbestos, mica
and substitutes for all these materials; plastics and resins in extruded form for use in
manufacture; packing, stopping and insulating materials; flexible pipes, tubes and hoses, not
of metal.

-Class 18: Leather and imitations of leather; animal skins and hides; luggage and
carrying bags; umbrellas and parasols; walking sticks; whips, harness and saddlery; collars,

leashes and clothing for animals.

-Class 19: Building materials (non-metallic); non-metallic rigid pipes for building;

asphalt, pitch and bitumen; non-metallic transportable buildings; monuments, not of metal.

-Class 20: Furniture, mirrors, picture frames; containers, not of metal, for storage or
transport; unworked or semi-worked bone, horn, whalebone or mother-of-pearl; shells;

meerschaum; yellow amber.

-Class 21: Household or kitchen utensils and containers; cookware and tableware,
except forks, knives and spoons; combs and sponges; brushes, except paintbrushes; brush-
making materials; articles for cleaning purposes; unworked or semi-worked glass, except

building glass; glassware, porcelain and earthenware.

-Class 22: Ropes and string; nets; tents and tarpaulins; awnings of textile or synthetic
materials; sails; sacks for the transport and storage of materials in bulk; padding, cushioning
and stuffing materials, except of paper, cardboard, rubber or plastics; raw fibrous textile

materials and substitutes therefor.

-Class 23: Yarns and threads, for textile use.
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-Class 24: Textiles and substitutes for textiles; household linen; curtains of textile or

plastic.
-Class 25: Clothing, footwear, headgear.

-Class 26: Lace and embroidery, ribbons and braid; buttons, hooks and eyes, pins and

needles; artificial flowers; hair decorations; false hair.

-Class 27: Carpets, rugs, mats and matting, linoleum and other materials for covering

existing floors; wall hangings (non-textile).

-Class 28: Games, toys and playthings; video game apparatus; gymnastic and sporting

articles; decorations for Christmas trees.

-Class 29: Meat, fish, poultry and game; meat extracts; preserved, frozen, dried and
cooked fruits and vegetables; jellies, jams, compotes; eggs; milk and milk products; oils and

fats for food.

-Class 30: Coffee, tea, cocoa and artificial coffee; rice; tapioca and sago; flour and
preparations made from cereals; bread, pastries and confectionery; edible ices; sugar, honey,
treacle; yeast, baking-powder; salt; mustard; vinegar, sauces (condiments); spices; ice (frozen

water).

-Class 31: Raw and unprocessed agricultural, aquacultural, horticultural and forestry
products; raw and unprocessed grains and seeds; fresh fruits and vegetables, fresh herbs;
natural plants and flowers; bulbs, seedlings and seeds for planting; live animals; foodstuffs and

beverages for animals; malt.
-Class 33: Alcoholic beverages (except beers).
-Class 34: Tobacco; smokers' articles; matches.
Il. Services:

-Class 35: Advertising; business management; business administration; office

functions.
-Class 36: Insurance; financial affairs; monetary affairs; real estate affairs.

-Class 37: Building construction; repair; installation services.
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-Class 38: Telecommunications.
-Class 39: Transport; packaging and storage of goods; travel arrangement.
-Class 40: Treatment of materials.

-Class 41: Education; providing of training; entertainment; sporting and cultural

activities.

-Class 42: Scientific and technological services and research and design relating
thereto; industrial analysis and research services; design and development of computer

hardware and software.
-Class 43: Services for providing food and drink; temporary accommodation.

-Class 44: Medical services; veterinary services; hygienic and beauty care for human

beings or animals; agriculture, horticulture and forestry services.

-Class 45: Legal services; security services for the physical protection of tangible
property and individuals; personal and social services rendered by others to meet the needs of

individuals.

1.1.3.3.6. The Vienna Agreement Establishing and International Classification of
the Figurative Elements of Marks (1973)%’

One of the key purposes of the Classification established by this treaty is basically to
simplify trademark search and decrease reclassification during international exchange of
documents, since “a large number of trademarks and service marks contain such figurative
elements and the Classification makes it possible to identify marks composed of elements that

are alike or similar”.% Although it currently has 32 parties, % the agreement also is

9 Amended in 1985.

% World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p.464.

% Status of May 13, 2018. http://www.wipo.int/treaties/en/ShowResults.jsp?lang=en&treaty id=13
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advantageous in terms of saving human resources, time and means, particularly for the

developing countries.

100

By the agreement, a Union is established having an assembly; a committee of experts

is also established by the agreement, competent for periodical revision of the classification.%

The classification contains 29 categories, 144 divisions and 1667 sections.%?

The main categories of the figurative elements are:

103

Category 1: Celestial Bodies, Natural Phenomena, Geographical Maps;
Category 2: Human Beings;

Category 3: Animals;

Category 4: Supernatural, Fabulous, Fantastic or Unidentifiable Beings;
Category 5: Plants;

Category 6: Landscapes;

Category 7: Constructions, Structures for Advertisements, Gates or Barriers;
Category 8: Foodstuffs;

Category 9: Textiles, Clothing, Sewing Accessories, Headwear, Footwear;
Category 10: Tobacco, Smokers' Requisites, Matches, Travel Goods, Fans,
Toilet Articles;

Category 11: Household Utensils;

Category 12: Furniture, Sanitary Installations;

Category 13: Lighting, Wireless Valves, Heating, Cooking or Refrigerating;
Equipment,  Washing Machines, Drying Equipment;

Category 14: Ironmongery, Tools, Ladders;

Category 15: Machinery, Motors, Engines;

Category 16: Telecommunications, Sound Recording or Reproduction,
Computers, Photography, Cinematography, Optics;

Category 17: Horological Instruments, Jewelry, Weights and Measures;
Category 18: Transport, Equipment for Animals;

Category 19: Containers and Packing, Representations of Miscellaneous
Products;

Category 20: Writing, Drawing or Painting Materials, Office Requisites,
Stationery and Booksellers' Goods;

Category 21: Games, Toys, Sporting Articles, Roundabouts;

Category 22: Musical Instruments and Their Accessories, Music Accessories,
Bells, Pictures, Sculptures;

100 World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p.466.

101 Article 5 & Atrticle 7, Vienna Agreement Establishing an International Classification of the Figurative
Elements of Marks Done at Vienna on June 12, 1973 as amended on October 1, 1985 (Available at:
http://www.wipo.int/wipolex/en/treaties/text.jsp?file_id=294918#a5 ).

102 The latest, 8™ Edition of the Classification of 22 June 2017 (entered into force on January 1%, 2018) is
available at: http://www.wipo.int/classifications/nivilo/vienna.htm

103 1hidem.
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Category 23: Arms, Ammunition, Armor;

Category 24: Heraldry, Coins, Emblems, Symbols;

Category 25: Ornamental Motifs, Surfaces or Backgrounds with Ornaments;
Category 26: Geometrical Figures and Solids;

e Category 27: Forms of Writing, Numerals;

e Category 28: Inscriptions in Various Characters;

e Category 29: Colours.

1.1.3.3.7. The Agreement on Trade-Related Aspects of Intellectual Property Rights
(“TRIPS”) (1994)

As part of the Marrakesh Agreement Establishing the World Trade Organization
(Annex 1C), signed in Marrakesh, Morocco on 15 April 1994, resulted from the Uruguay
Round of multilateral trade negotiations, the Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS), has a principle aim "..to reduce distortions and
impediments to international trade, and taking into account the need to promote effective and
adequate protection of intellectual property rights, and to ensure that measures and procedures
to enforce intellectual property rights do not themselves become barriers to legitimate
trade".!® Some authors (Schmidt-Szalewski) have correctly noted the importance of the
TRIPS in the setting of the free and well-balanced development of trade in future and the

importance .1%

Modern intellectual property theory has a view that the trademarks section of the TRIPS
agreement has at least several novelties in a universal context, among which of crucial
importance are: 1) expanded protection in terms of well-known trademarks; 2) use requirement
in trademark registration maintenance; and 3) flexibility in assignment of trademark unrelated

to the respective business.'%®

104 preamble to the Agreement on Trade-Related Aspects of Intellectual Property Rights, available at:
http://www.wipo.int/wipolex/en/other_treaties/text.jsp?file_id=305907#preamble

105 Schmidt-Szalewski, J. (1999). The International Protection of Trademarks After the TRIPS Agreement. Duke
Journal of Comparative and International Law, 9, p. 189-212.

106 Corea, C. (2007). Trade Related Aspects of Intellectual Property Rights. A Commentary to the TRIPS
Agreement, New York: Oxford University Press, p. 174.
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The following TRIPS provisions are with significant implications regarding
availability, scope and use of trademark rights'® | i.e. the following rules are of particular

significance for the trademark theory:

- the definition of a trademark, as well dependence of registrability upon visual
perceptibility; for signs which are not inherently distinctive, dependence of registrability on

distinctiveness acquired through use (Article 15.1.):

"Any sign, or any combination of signs, capable of distinguishing the goods or services
of one undertaking from those of other undertakings, shall be capable of constituting a
trademark. Such signs, in particular words including personal names, letters,
numerals, figurative elements and combinations of colours as well as any combination
of such signs, shall be eligible for registration as trademarks. Where signs are not
inherently capable of distinguishing the relevant goods or services, Members may make
registrability depend on distinctiveness acquired through use. Members may require,

as a condition of registration, that signs be visually perceptible."”

- The relations of use with registrability and filing (Article 15.3& 15.4.):

“Members may make registrability depend on use. However, actual use of a trademark
shall not be a condition for filing an application for registration. An application shall
not be refused solely on the ground that intended use has not taken place before the

expiry of a period of three years from the date of application.

The nature of the goods or services to which a trademark is to be applied shall in no

case form an obstacle to registration of the trademark”.

- the nature of the goods or services to which a trademark with regards to the registration
of the mark (Article 15.4);

“The nature of the goods or services to which a trademark is to be applied shall in no

case form an obstacle to registration of the trademark.”

107 World Intellectual Property Organization (2017). Introduction to Intellectual Property, Theory and Practice,
Wolters Kluwer, p.519-520.
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-obligations for publication of trademarks and the possibility for petitions to cancel the

registration, and may afford an opportunity to oppose the registration (Article 15.5):

“Members shall publish each trademark either before it is registered or promptly after
it is registered and shall afford a reasonable opportunity for petitions to cancel the
registration. In addition, Members may afford an opportunity for the registration of a

trademark to be opposed.”
-the rights conferred (Article 16.1):

“The owner of a registered trademark shall have the exclusive right to prevent all third
parties not having the owner’s consent from using in the course of trade identical or
similar signs for goods or services which are identical or similar to those in respect of
which the trademark is registered where such use would result in a likelihood of
confusion. In case of the use of an identical sign for identical goods or services, a
likelihood of confusion shall be presumed. The rights described above shall not
prejudice any existing prior rights, nor shall they affect the possibility of Members

1

making rights available on the basis of use.’

-the exceptions (Article 17):

“Members may provide limited exceptions to the rights conferred by a trademark, such
as fair use of descriptive terms, provided that such exceptions take account of the

’

legitimate interests of the owner of the trademark and of third parties.’

-the rights of well-known trademark and service mark owners (Article 16.2 and
16.3):

“2. Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to
services. In determining whether a trademark is well-known, Members shall take
account of the knowledge of the trademark in the relevant sector of the public, including
knowledge in the Member concerned which has been obtained as a result of the
promotion of the trademark.

3. Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods
or services which are not similar to those in respect of which a trademark is registered,
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provided that use of that trademark in relation to those goods or services would indicate
a connection between those goods or services and the owner of the registered
trademark and provided that the interests of the owner of the registered trademark are

’

likely to be damaged by such use.’
-the term of protection (Article 18):

“Initial registration, and each renewal of registration, of a trademark shall be for a
term of no less than seven years. The registration of a trademark shall be renewable

indefinitely.”
-condition for maintaining a registration: (Article 19.1):

"If use is required to maintain a registration, the registration may be cancelled only
after an uninterrupted period of at least three years of non-use, unless valid reasons
based on the existence of obstacles to such use are shown by the trademark owner.
Circumstances arising independently of the will of the owner of the trademark which
constitute an obstacle to the use of the trademark, such as import restrictions on or
other government requirements for goods or services protected by the trademark,

shall be recognized as valid reasons for non-use."

-other requirements (Article 20):

“The use of a trademark in the course of trade shall not be unjustifiably encumbered
by special requirements, such as use with another trademark, use in a special form or
use in a manner detrimental to its capability to distinguish the goods or services of one
undertaking from those of other undertakings. This will not preclude a requirement
prescribing the use of the trademark identifying the undertaking producing the goods
or services along with, but without linking it to, the trademark distinguishing the

specific goods or services in question of that undertaking.”

-licensing and assignment (Article 21):
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“Members may determine conditions on the licensing and assignment of trademarks, it
being understood that the compulsory licensing of trademarks shall not be permitted
and that the owner of a registered trademark shall have the right to assign the

1

trademark with or without the transfer of the business to which the trademark belongs.’

1.1.3.4. The Relationship Between Trademarks and Geographical Indications

The geographical indications are a special type of right to industrial property. The
protection of the geographical indications is done in order to mark specific products which
originate from a specific geographical area, and special conditions have been foreseen for their
acquisition and usage. The regulatory rules have been foreseen in both domestic and
international sources. The geographical indications have not only legal meaning as a special
type of right to industrial property, which differs from the other rights to industrial property,
but they also have a huge economic meaning. It remains a fact that the market may be
conquered with quality of the products and the perseverance of the said quality. The protection
of the geographical indications has a role of pointing out to the consumer that the products
marked by certain geographical indications have special characteristics and quality. This makes
geographical indications a guarantee for quality, which means that they have a supplementary
guarantee function. The use of the protected geographical indications for marking the products
that originate from a certain area also propagate and advertise the product, point to the special
attributes of the product, as a result of the natural conditions and the traditional knowledge of
the producers in that area. The protection of products for which the origin represents a special
guarantee for quality is done by international and domestic sources, and they are characterized

by constant changes. 1%

In terms of historical advance of the multilateral legal approach, it is generally accepted
that the oldest international source for industrial property, the Paris Convention, was the first
to include the reference to geographical indications. According to WIPO:

108 For the relationship between the trademark and domain name see: Polenak Akimovska, M.; Naumovski, G.
(2010). Geographical Indications in Comparative and Macedonian Legislation. In: Reboul, Y., Polenak
Akmovska, M., Naumovski G. (p. 85-98), Introduction to Trademarks and Geographical Indications, Skopje,
lustinianus Primus Law Faculty.
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“The Paris Convention was the first international multilateral treaty to include
provisions relating to indications of geographical origin. Article 1(2) of the Convention
recognizes ‘“‘indications of source” and appellations of origin” as subject matter for
industrial property. The Paris Convention does not directly define either of these terms,
although it contains language that allows one to infer the following definitions of
indication of source: “an indication referring to a country, or to a place situated therein

as being the country or place of origin of a product.”’**

A wider protection of the geographical indications is given in the Madrid Agreement
for the Repression of False or Deceptive Indications of Source on Goods from 1891 and the
Lisbon Agreement for the Protection of Appellations of Origin and their International
Registration from 1958. The TRIPS Agreement provides directions in terms of the conflict
between the geographical indication and the trademark, leaving however, to the national
legislations to regulate the protection of the geographical indications. Articles 22, 23 and 24

are among the most significant provisions of TRIPS, 110

109 WIPO (2017). Introduction to Intellectual Property, Theory and Practice, Wolters Kluwer: Aalphen aan den
Rijn, p. 245.

110 polenak Akimovska, M.; Naumovski, G. (2010). Geographical Indications in Comparative and Macedonian
Legislation. In: Reboul, Y., Polenak Akmovska, M., Naumovski G. (p. 87), Introduction to Trademarks and
Geographical Indications, Skopje, lustinianus Primus Law Faculty.
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Some authors (Sappa) give a graphical representation of the relationship of the

international sources, relevant for the geographical indications. (Chart 2)!*

~

PS

Chart 2: International framework of geographical indications
(According to Cristiana Sappa)

The fact remains that there is no generally adopted terminology for the geographical
indications in the comparative law of industrial property. The reason for this lies both in the
specificity of the evolution of this law in national legislations!!? and the different terminology
in the international instruments. In literature today, there is domination of the above-mentioned
terms:*® ‘Indication of Source’ — an indication that the product comes from a specific
geographical region; ‘Appellation of Origin’ — a certification that the product originates from
a certain geographical region, only when the specific product quality is due to the geographical
area, including the natural and human factors; and “Geographical Indication “—which involves

both concepts*4.

111 C. Sappa, Geographical Indications: Strategic Use and Economic Value in the Wines and Spirits Sector,
Strategic Use of IPRs for Economic and Social Development Ohrid, May 21st, 2007.

112Bakeney, M. ().Geographical Indications and TRIPS, Occasional Paper 8, Friends World Committee for
Consultation, Quaker United Nations Office — Geneva, p.4. Available at:
http://www.quno.org/sites/default/files/resources/Geographical-Indications.pdf

13 Conrad, A. (1996) ‘The Protection of Geographical Indications in the TRIPS Agreement’, Trademark Reporter,
86 (11), p. 13-14.

114 Blakeney, M. ().Geographical Indications and TRIPS, Occasional Paper 8, Friends World Committee for
Consultation, Quaker United Nations Office — Geneva, p.4. Available at:
http://www.quno.org/sites/default/files/resources/Geographical-Indications.pdf
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Later, at the Secretariat of the World Intellectual Property Organization (WIPO) the
term “indications of geographical origin” is in use, in order to encompass all the different
expressions used by the members of the World Trade Organization'®®. In spite of the
terminological differences, the opinion remains that the occurrence of the protected
geographical names rest on the country where there are regions with popular products. France
is pointed out as a positive example, where due to the wine and dairy production, and especially
cheese, but also agricultural products in general, a special institute has been established within
the Ministry of Agriculture and Fisheries, known as ‘“National Institute for Origin and Quality”
(L'Institut national de 1'origine et de la qualité-INAQO).!

1.1.3.4.1. Geographical Indications Functions

As a method for marking the origin of the goods and services, the indication of the
product’s origin and the geographical indication enable promotion of specific products with
special characteristics and quality in commerce, through informing the consumer.
Furthermore, they could be perceived as industrial property rights that enable linking of culture
and production. The indication of the product’s origin and the geographical indication represent
a strong instrument for promotion of traditional products, such as food, wine, handicrafts, etc.
From the aspect of the consumers’ behaviour, it is believed that geographical indications have
double manifestation: they represent a reflection of the consumers’ interest for a particular
“regional” product, but also an affiliation with the quality of the product. From macroeconomic
aspect, however, geographic indications are often viewed as a tool for facilitating the
development of rural areas. There are multiple experiences in this field in the agricultural and
wine tourism. Apart from the economic function, geographical indications also have a cultural
function, which is linked to the provision from 